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Sir: 

This is a reply submitted in response to the Examiner's Answer dated April 21, 

2006. 
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B. STATUS OF THE CLAIMS 

Claims 1-4, 6-1 1 and 13-17 are pending in the application. 

Claims 5 and 12 have been canceled. 

Claims 1-4, 6-1 1 and 13-17 are finally rejected. 

Claims 1-4, 6-11 and 13-17 are being appealed, and are shown in the Appendix 
attached to the Amended Appeal Brief. 
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C. GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

Claims 1-4, 6-1 1 and 13-17 have been rejected under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. Patent No. 6,662,166 B2 to Fare, Jr. et al. (hereinafter "Pare") in 
view of U.S. Patent No. 6,202,151 Bl to Musgrave et al. (hereinafter "Musgrave"). 
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D. Argument 

The arguments set forth in the Amended Appeal Brief still apply. Furthermore, 
the Applicant respectfully submits that contrary to the Examiner's assertion, the 
limitations set forth in the claims should not be dismissed as merely reciting an intended 
purpose. When the claim elements are given proper weight, the prior art cited by the 
Examiner does not disclose the claimed invention. 

1. The Examiner's Position is Contrarv to Precedent 

The Examiner has based his rejection on the premise that Pare discloses the use of 
biometric data in the manner set forth in the Applicants' claims. To support this 
determination, the Examiner has ignored language in the claims. The Examiner's 
asserted basis for disregarding the claim limitations is that "the process of identifying or 
retrieving a financial account data record form (sic) captured biometric data is only an 
intended use of such information captured by the system." (Examiner's Answer at 
paragraph 15). The Examiner did not identify any facts that guided his determination. 
Thus, the Examiner's position is that language of intended use cannot be given patentable 
weight. The Examiner's position is contrary to law. 

Specifically, the Federal Circuit has stated that [w]hether a preamble of intended 
purpose constitutes a limitation to the claims is, as has long been established, a matter to 
be determined on the facts of each case in view of the claimed invention as a whole. In 
re Stencel, 828 F.2d 751, 754, 4 U.S.P.Q.2D (BNA) 1071, 1073 (Fed. Cir. 
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1987)(citations omitted)/ Therefore, the Examiner's position is contrary to established 
precedent. 

2. The Clause at Issue is a Limitation 

Directing this discussion to the language found in claim 1, the language which the 
Examiner alleges to merely recite "intended purpose" is "a database server for generating 
a data storage key from the consumer biometric data." The generation of a data storage 
key is not merely laudatory language stating the result of the claimed system. Therefore, 
the clause must be considered when determining the patentability of the Applicants' 
invention. 

Specifically, in analyzing the nature of claim language, the Federal Circuit has 
affirmed resort to the manner in which the claim element is described in the rest of the 
specificafion as the appropriate "facts" to be considered. See, e.g., Hoffer v. Microsoft 
Corp., 405 F.3d 1326, 1330, 74 USPQ2d 1481, 1484 (Fed. Cir. 2005). The Applicants' 
specification identifies the invention as directed to the implementation of financial 
transactions using biometric data. (Applicants' specification at page 1, lines 2-4). The 
summary of the invention identifies the method of the invention as including "generating 
a data storage key from a set of biometric data corresponding to a consumer." 
(Applicants' specification at page 4, lines 18-20). The summary of the invention further 
identifies an inventive system as including "a database server for generating a data 
storage key from the consumer biometric data." Additionally, the database server 



' The court further noted that the intended purpose could alternatively be set forth in the body of the claim. 
Id. 
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"retrieves the data record stored in the database by using a data storage key generated 
from the captured biometric data." (Applicants' specification at page 5, lines 21-23). 

Therefore, when the facts of the Applicants' specification are properly 
considered, the clause "for generating a data storage key from the consumer biometric 
data" is fundamental to the nature of the claimed invention. The Federal Circuit has 
stated that when a clause "states a condition that is material to patentability, it cannot be 
ignored in order to change the substance of the invention." Hojfer, 405 F.3d at 1329, 74 
USPQ2d at 1483,^ Accordingly, the clause "for generating a data storage key from the 
consumer biometric data" is not merely an intended use. Rather, the clause "for 
generating a data storage key from the consumer biometric data" must be considered in 
determining the patentability of the claimed invention. 

Accordingly, because Pare does not disclose generating a data storage key using 
captured biometric data as claimed, the Applicants' invention is patentable over the cited 
art as discussed more fully in the Amended Appeal Brief 



The Hoffer case dealt with claim interpretation in the context of an infringement case. Nonetheless, 
while greater breadth is afforded terms within the context of the examination of a claim, such an approach 
cannot expand the breadth of the term to the point whereat the claim is no longer limited by the term. 
Therefore, the approach affirmed by the Hojfer court is appropriate for use during the examination of a 
claim. 
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Conclusion 



For the reasons set forth in the Amended Appeal Brief and for the reasons set 
forth above, claims 1-4, 6-11 and 13-17 are not unpatentable over Pare in view of 
Musgrave. Accordingly, the Board of Appeals is respectfully requested to reverse the 
rejections of claims 1-4, 6-11 and 13-17. 



May 22, 2006 

Maginot, Moore & Beck 
Chase Tower 

1 1 1 Monument Circle, Suite 3250 
Indianapolis, Indiana 46204-51 15 
Telephone (317) 638-2922 



Respectfully submitted, 




MAGINOT, MOORE & BECK 



James D. Wood 
Attorney for Appellant 
Registration No. 43,285 
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